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Opi nion by Bottorff, Adm nistrative Trademark Judge:

| NTRODUCT! ON

These four consolidated opposition proceedi ngs
i nvol ve four intent-to-use applications filed by
applicant HW Carter & Sons, Inc. to register the mark
CARTER S WATCH THE WEAR (in typed form) for various
goods. In application Serial No. 75368211 (involved in
Opposition No. 91111355), applicant seeks to register the
mar k for “pajamas, nightgowns, nightshirts and bat hrobes”
in Class 25. In application Serial No. 75326378
(involved in Opposition No. 91111375), applicant seeks to
regi ster the mark for “disposable diapers” in Class 16."°
I n application Serial No. 75454768 (involved in
Opposition No. 91114616), applicant seeks to register the
mark for “hosiery” in Class 25. |In application Serial
No. 75499446 (involved in Opposition No. 91115259),

applicant seeks to register the mark for “toys, nanely,

! This application also includes goods in Casses 3 and 18;
opposer filed a notice of opposition only as to the O ass 16
goods.
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board games, card ganes, stuffed toy animals, dolls, and
jigsaw puzzles” in Class 28.

Opposer, The Wl liam Carter Conpany, has opposed
registration of applicant’s mark in each of these
applications on the ground that applicant’s mark so
resenbl es opposer’s previously-used and regi stered mark
CARTER' S as to be likely to cause confusion, to cause
m stake, or to deceive. See Trademark Act Section 2(d),
15 U. S. C. 81052(d). Opposer pleaded and has proven its
ownership of three subsisting registrations. The first
is Registration No. 328,815, of the mark CARTER' S (in
cursive script) for goods identified in the registration
(as anended) as “underwear,” “pajamas,” and “sl eepers” in
Class 25.% The second is Registration No. 1,117,280, of
the mark CARTER S (typed form for goods identified in
the registration (as anended) as “bedding for infants,
nanely, cribsheets, blankets, towels and face cloths” in
Cl ass 24, and “clothing for infants and children, nanely,
underwear, swi mmear, shirts, blouses, dresses, skirts,
pants, slacks, shorts, coveralls, creepers, overalls,

j ackets, vests, sleepwear, bunting, bibs, booties,

2 | ssued October 8, 1935; third renewal .
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bonnets, and slippers” in Class 25.° The third is

Regi stration No. 1,830,836, of the mark CARTER S (typed
form for goods identified in the registration (as
amended) as “children’s toys and pl aythi ngs, nanely,
rattles [and] dolls” in Class 28.°

In response to each of the notices of opposition,
applicant filed an answer in which it denied certain
al |l egations essential to opposer’s claim and nade
vari ous other argunents and all egati ons which we shal
di scuss nore fully, infra.

Opposition Nos. 91111355 and 91111375 were
consol i dated by order of the Board dated October 29,
1998. Opposition Nos. 91114616 and 91115259 were
consol i dated by order of the Board dated March 6, 2000.
I n each of the two sets of consolidated oppositions
(which proceeded on different trial schedules), the
parties submtted evidence during their assigned

testinony periods.®> All four opposition proceedings

3 I'ssued May 1, 1979; 888 & 15 affidavits accepted and
acknow edged; renewed. The registration includes a claim of
acquired distinctiveness pursuant to Trademark Act Section 2(f).

* Issued April 12, 1994; 888 & 15 affidavits accepted and
acknowl edged. The registration includes a claimof acquired
di stinctiveness pursuant to Trademark Act Section 2(f).

It appears that the August 29, 2001 testinony deposition of
Fred Rowan, opposer’s chairman, president and CEO, was noticed
and taken by applicant during applicant’s testinony period in
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subsequently were consolidated by order of the Board
dated Cctober 1, 2002. Each of the four oppositions has
been separately and fully briefed by the parties, but no
oral hearing was requested by either party. 1In view of
t he consolidation of the four proceedi ngs and the
presence of common issues of |aw and fact, we shal
deci de each of the four oppositions in this single
opi ni on.
EVI DENCE OF RECORD

The evidence of record in these consolidated
proceedi ngs consi sts of:

(1) the pleadings in each case;

(2) the files of applicant’s involved applications;

(3) opposer’s notices of reliance in each of the two
sets of consolidated cases, by which opposer nmade the
foll ow ng evidence of record:

(a) status and title copies of opposer’s

Regi stration Nos. 328,815, 1,117,280 and 1, 830, 836;

OQpposition Nos. 91111355 and 91111375. Al though the origi nal
transcript of this deposition is not present in the Board s file
of these proceedings, we presune that applicant filed it in
conmpliance with Trademark Rul e 2.125(a), because applicant cites
to and relies on it inits brief in each case. In any event, a
copy of the deposition transcript is attached as an exhibit to
each of opposer’s main briefs, and we therefore have been able
to reviewit.
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(b) opposer’s requests for adm ssion nos. 1-6
and 13-28 in consolidated Opposition Nos. 91111355
and 91111375, along with its counsel’s affidavit
attesting to the fact that applicant failed to
respond thereto;

(c) applicant’s answers to opposer’s
interrogatory nos. 1-5 in both Opposition No.
91114616 and Opposition No. 91115259;

(d) certain excerpts from (and exhibits to) the
two di scovery depositions of applicant’s president
and CEO Norman Moskowitz (i.e., the August 12, 1999
deposition in consolidated Opposition Nos. 91111355
and 91111375, and the March 16, 2000 deposition in
consol i dated Opposition Nos. 91114616 and 91115259);
and

(e) certain | abels and tags of applicant’s, and
certain catalogs and literature of opposer’s, al
subm tted pursuant to stipulation of the parties;
(4) the April 17, 2001 testinony deposition (with

exhi bits) of Suzanne Cal ki ns (opposer’s vice-president of
i censing and busi ness devel opnent) in Opposition Nos.

91111355 and 91111375;
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(5) the April 17, 2001 testinony deposition (wth
exhi bits) of David Derby (opposer’s sales executive) in
Opposition No. 91111355;

(6) the July 31, 2001 testinony deposition (with
exhi bits) of Suzanne Cal ki ns (opposer’s vice-president of
i censing and busi ness devel opnment) in Opposition Nos.
91114616 and 91115259;

(7) the August 29, 2001 testinony deposition (wth
exhi bits) of Fred Rowan (opposer’s chairnman, president
and CEO) in Opposition Nos. 91111355 and 91111375; and

(8) the August 29, 2001 testinony deposition (wth
exhi bits) of Sherrie Coker (opposer’s consuner relations
supervisor) in Opposition Nos. 91114616 and 91115259,
which also is of record (pursuant to the parties’

stipulation) in Opposition Nos. 91111355 and 91111375.
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OPPOSER' S MOTI ONS TO STRI KE ARE GRANTED

I n each of the four opposition proceedi ngs, opposer
has filed a notion to strike the evidentiary materials
attached as exhibits to applicant’s trial brief on the
ground that such materials were not properly nade of
record at trial.® Applicant has not contested opposer’s
nmotions to strike, and we therefore grant the notions as
conceded. See Trademark Rule 2.127(a), 37 C.F.R
§.127(a). Moreover, the notions to strike are well -
taken; to the extent that the evidence attached to
applicant’s briefs was not properly made of record at
trial, we will give it no consideration. See TBW

§704.05(b) (2d ed. June 2003) and cases cited therein.’

6 Inits October 1, 2002 order, the Board deferred ruling on
opposer’s notions to strike until final hearing.

" Accordingly, we strike and give no consideration to the
following materials attached as exhibits to applicant’s briefs:

- the copies of registrations allegedly owed by applicant
(Exhibit Ato applicant’s brief in each case), which should have
been made of record in accordance with Trademark Rul e
2.122(d)(2), 37 CF.R 2.122(d)(2), but were not. W note as
wel | that these registrations were not properly nmade of record
by virtue of applicant’s introduction of themas exhibits to the
testinony depositions of opposer’s enpl oyees Suzanne Cal ki ns and
Fred Rowan; the exhibits are not thenselves status and title
copies, and the witnesses did not testify as to the status and
title of the registrations;

- the advertising materials marked as exhibits to the
March 16, 2000 di scovery deposition of applicant’s w tness
Nor man Moskowi tz (Exhibit C to applicant’s briefs in Opp. Nos.
91111355, 91111375 and 91114616, and Exhibit D to the brief in
Qpp. No. 91115259), which shoul d have been made of record in
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Additionally, we agree with opposer’s contention,
made in its reply briefs in each of the cases, that we
must disregard all factual assertions nmade by applicant
inits briefs which are not supported by the evidentiary
record. See TBMP 704.06(b). W have given no
consideration to any such unsupported factual assertion
(including those listed in Appendix A to each of
opposer’s reply briefs).

Finally, we agree with opposer’s contention, made in
its reply briefs, that any factual assertions made by
applicant in its briefs which derive solely fromthe
court’s opinion in the parties’ prior litigation may be

deenmed to be established facts in this case only to the

accordance with Trademark Rule 2.120(j)(4), 37 CF.R
2.120(j)(4), but were not;

- the various third-party registrations (Exhibits D and/or
E to applicant’s brief in each case), which should have been
made of record in accordance with Trademark Rule 2.122(e), 37
CFR 2.122(e), but were not; and

- applicant’s interrogatory answers (except to the extent
they were made of record via opposer’s notice of reliance) and
the third-party registrations attached as exhibits thereto
(Exhibit Cto applicant’s brief in Cpp. No. 91115259), which
shoul d have been made of record in accordance with Trademark
Rule 2.120(j)(5), 37 CF.R 2.120(j)(5), but were not.

However, we do not strike Exhibit B to each of applicant’s
briefs, i.e., the copy of the court’s (slip opinion) decision in
the parties’ prior litigation; rather, we take judicial notice
t hereof, and note as well that the decision is reported at 913
F.Supp. 796 (S.D.N. Y. 1996). See infra. Also, we do not strike
the third-party registration of the mark CARTERCOPTERS (Reg. No.
2,472,509), because that registration was properly made of
record as an exhibit to the testinony deposition of Fred Rowan
in Qpp. No. 91111355. See TBMP 704.03(b)(1)(B).
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extent that the doctrine of issue preclusion (also known
as collateral estoppel) m ght apply. W turn nowto a
di scussion of the parties’ prior litigation and its

effect on the present proceedings.

THE PARTIES PRI OR LI TI GATI ON (AND APPLI CANT' S RES
JUDI CATA ARGUMENT)

The parties were involved in litigation in 1995 in
the United States District Court for the Southern
District of New York, the outconme of which was decided in
a January 25, 1996 opinion by Judge Denny Chin.® The
di spute which gave rise to the litigation arose fromthe
following facts, as recounted by Judge Chin [court’s

citations to record omtted]:

In early 1995, AME [ Anerican Marketing
Enterprises, Inc., applicant’s |licensee]

| aunched a |ine of boys’ clothing under the
mar k CARTER' S WATCH THE WEAR. The Iine

I ncluded jeans, overalls, shortalls, and
shirts, made primarily from deni mand flannel -
type fabrics. The new line, however, also
cont ai ned non-denim non-flannel items such as
rugby and other shirts.

I n February 1995, AME ran a two-page
advertisenent in Children’s Business, a trade
journal that covers the children’'s apparel and
t oy business, announci ng:

8 HW Carter & Sons, Inc. and American Mar keti ng Enterprises,
Inc. v. The Wlliam Carter Co., No. 95 Civ. 1274 (DC). Judge
Chin's opinion is reported at 913 F. Supp. 796 (S.D.N. Y. 1996).

10
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Ameri can Marketing Enterprises introduces
H W Carter & Sons’ new |line of fashion
denim related separates and outerwear for
boys.

At approximtely the sanme tinme that AME was
preparing its launch of the new |ine of boys’
fashion denim Wn Carter was al so making
plans to rely nore heavily on denimin its
children’s cl ot hing.

It was in this context that Rowan [ Fred Rowan,
opposer’s president] |earned of AME s | aunch.
Wn Carter’s attorneys contacted H W Carter’s
attorneys al nost i mediately. AME arranged
for Wn Carter’s representatives to see the
new line. On February 16, 1995, Wn Carter’s
attorneys wote to plaintiffs’ [applicant’s]
attorneys, asserting that “the New Line
constitutes a clear and serious infringenent
of the valuable trademark rights of [Wn
Carter.]” The letter further stated that
“[I']lf a resolution is not possible, [Wn
Carter] will have no choice but to comrence
trademark infringement litigation and seek an
expedited hearing for an injunction.”

Counsel requested that the new |line be

wi t hdrawn, that plaintiffs change the mark for
the new line from CARTER S WATCH THE WEAR to
WATCH THE WEAR, and that plaintiffs change the
i dentification of the source of the new |ine
fromH W Carter to AME

Plaintiffs [applicant] responded to the letter
by filing this lawsuit on February 22, 1995

[ seeking a declaratory judgnent that their use
of the mark CARTER S WATCH THE WEAR di d not

I nfringe upon Wn Carter’s trademarks]. The
next day, Wn Carter filed its counterclains
[all eging that plaintiff’s use of the mark
CARTER' S WATCH THE WEAR infringed on its

regi stered trademark CARTER S].

11
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913 F. Supp. at 801-02 (pp. 13-16 of the slip opinion
attached as Exhibit B to applicant’s briefs).

Wth this background, Judge Chin stated: *“The
principal issue presented is whether plaintiff’s
[ applicant’s] use of the trademark CARTER S WATCH THE
VWEAR in their new |line of boys’ clothing violates Wn
Carter’s rights to its trademark CARTER' S. | hold that
it does not.”
913 F. Supp. at 802 (slip op. at 16). (Enphasis added).

Judge Chin found as foll ows:

Here, H W Carter was the first user of the
CARTER' S nanme in connection with the sale of
children’s outerwear, overalls, denim products,
and what is aptly described as “workwear.”?®
Mor eover, since 1930 it has continuously used
the mark CARTER S WATCH THE WEAR in connection
with children's outerwear, overalls, denim
products and “workwear.” On the other hand,
Wn Carter did not begin using CARTER S in the
sale of children's clothing — other than

under garnents, sleepwear, and |ayettes — until
the 1950’s. It did not sell any denim
products until the 1970’ s.

913 F. Supp. at 802 (slip op. at 17-18). (Enphasis added).

The court then stated its holding as foll ows:

° Court’s footnote 7: “Defendant [opposer herein] argues that
there is no separate category of children’s clothing called
‘“workwear.’ | disagree.”

12



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

Accordingly, on the basis of its continuous
and substantial use of the mark CARTER S WATCH
THE VEAR since 1930, | hold that HW Carter

is the senior user of the mark CARTER S i

n the

sale of children’s overalls, pants, coats,

j ackets, and other “workwear,” which incl
pl aywear made from deni m products.

913 F. Supp. at 803 (slip op. at 20). (Enphasis added).

udes

The court also held: “In light of ny decision on the

i ssue of priority, | need not reach the issue of

li keli hood of confusion. ...Likew se, | need not

plaintiff’s [applicant’s] |aches, acquiescence,

reach

and

est oppel argunents.” 913 F. Supp. at 804 (slip op. at

The court concluded its opinion by ordering that:

Judgnent will be entered in favor of

plaintiffs on their trademark infringenent
claims. Their use of the mark CARTER S WATCH
THE VWEAR in the manufacture, advertisenent,
pronoti on and sale of children s overalls,

pants, coats, jackets, and “workwear,”

i ncluding the clothing featured in AVE' S new

i ne, does not infringe any trademark of

def endant or otherw se conpete unfairly with

def endant .

913 F. Supp. at 805 (slip op. at 25). (Enphasis added).

I n these opposition proceedi ngs, applicant
repeatedly contended that Judge Chin’s decision

est abl i shes, under the doctrine of res judicata,

has

t hat

22) .

appl i cant, not opposer, is the senior user of CARTER S as

to “children’s clothing.” Applicant’s sole basi

13

s for
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this contention is the follow ng | anguage in the
introductory summary to the court’s opinion: *“Because |
find that HW Carter is the senior user of the CARTER S
name in the sale of children’'s clothing, judgnent will be
entered in favor of plaintiffs on their tradenmark
claims.” 913 F. Supp. at 797 (slip op. at 3). Applicant
argues that “there is no limtation on the type of
children’s clothing in this |anguage — HW Carter is not
rel egated to workwear or even playwear only.” (See, e.q.
applicant’s brief in Opposition No. 91111355 at 17.)

We reject applicant’s argunent, because it clearly
ignores the nore specific |anguage (quoted above) that
the court used to identify the issue in the prior case,
state its holding, and issue its order. The court’s nore
generalized | anguage in the introductory sumrmary
applicant cites nust be read in conjunction with, and in
t he context of, the actual dispute which gave rise to the
litigation, the court’s explicit statenment of the issue
to be decided, and the court’s actual hol di ng and order
in the case. \What the court found and expressly decided
was not that applicant has priority vis-a-vis opposer as
to any and all children’ s clothing, but rather that
applicant has priority as to “children’s overalls, pants,

coats, jackets, and other *‘workwear,’ which includes

14
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pl aywear made from deni m products.” 913 F. Supp. at 803
(slip op. at 20). Because none of these itens is
included in the identifications of goods in the four
applications involved in these opposition proceedi ngs,
the court’s decision has no res judicata effect in these
pr oceedi ngs.

That is, the doctrine of claimpreclusion is not
appl i cabl e here, because the prior litigation involved a
different set of transactional facts and thus a different
claimthan that which is involved in these opposition
proceedi ngs. See Jet Inc. v. Sewage Aeration Systens,
223 F.3d 1360, 55 USPQ2d 1854 (Fed. Cir. 2000); Litton
| ndustries, Inc. v. Litronix, Inc., 577 F.2d 709, 198
USPQ 280 (CCPA 1978). Nor is applicant’s argunent
availing under the doctrine of issue preclusion,? because
the “issue” applicant clains was resolved in the prior

litigation, i.e., applicant’s priority vis-a-vis opposer

10 Under the doctrine of issue preclusion, “issues which are
actually and necessarily deternmined by a court of conpetent
jurisdiction are conclusive in a subsequent suit involving the
parties to the prior litigation.” NMdther’s Restaurant
Incorporated v. Mama’s Pizza, Inc., 723 F.2d 1566, 221 USPQ 394,
397 (Fed. Cir. 1983). There are four elenments required for
application of the doctrine of issue preclusion: (1) identity
of the issues in a prior proceeding; (2) the issues were
actually litigated; (3) the determ nation of the issues was
necessary to the resulting judgnment; and (4) the party defending
agai nst preclusion had a full and fair opportunity to litigate
the issues. Jet Inc. v. Sewage Aeration Systens, supra;

Mot her’ s Rest aurant |ncorporated, supra.

15
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as to “children’s clothing” in general, was not actually
litigated in the prior case. The only issue that was
actually litigated in the prior case, and the only issue
whose determ nati on was necessary to the resulting
judgnment, was the issue of which party had priority as to
“children’s overalls, pants, coats, jackets, and other

‘“wor kwear,’ which includes playwear made from deni m
products.”

Additionally, as discussed above in connection with
opposer’s notions to strike applicant’s untinely
evidentiary subm ssions, we have given no consideration
to any factual assertions made in applicant’s brief which
are not supported by evidence properly nmade of record.
This includes applicant’s factual assertions which are
based solely on citations to incidental facts recited in
Judge Chin’s opinion. None of those factual issues was
necessary to the court’s judgnent, and the court’s
findings as to those factual issues have no preclusive
effect, or evidentiary value, in these proceedings.

In short, the only res judicata inmport of the
court’s decision in the parties’ prior litigation is the
court’s finding that applicant is the senior user of the

CARTER' S nane, vis-a-vis opposer, on “children’s overalls,

16
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pants, coats, jackets, and other ‘workwear,’ which

i ncl udes pl aywear made from deni m products.”

APPLI CANT' S OTHER “ DEFENSES”

In its briefs in the four oppositions, applicant has
made argunents in support of an asserted “prior
regi stration” (or “Mrehouse”?'®) defense, and al so argues
t hat opposer is guilty of |aches and acqui escence. W

reject all of these defenses.

Prior Registration Defense
Even if we assunme that applicant, in its answers to

t he notices of opposition, adequately pleaded a prior

1 This is not the first time in this case that the Board has
rejected applicant’s argunment regarding the res judicata effect
of the prior litigation. 1In its May 16, 2000 order denying the
parties’ cross-notions for summary judgnment in Qpposition No.
91114616, the Board expressly ruled that because the court’s
decision in the prior litigation was limted to “workwear,”
goods not involved herein, that decision has no res judicata
effect in this case. Applicant’s continued assertion of this
specious res judicata argunent in its final briefs in each of
t hese opposition proceedi ngs borders on the frivol ous.
Additionally, we agree with opposer’s contention (in its
reply briefs) that applicant has blatantly m scharacterized the
court’s opinion by arguing (in its briefs in Qpposition Nos.
91114616 and 91115259) that Judge Chin “saw the [parties’] two
trademarks as distinct fromone another.” (See, e.g.,
applicant’s brief in Qop. No. 91115259 at 7, 14.) Applicant
cites to no portion of the court’s opinion in which this
purported finding or observation was nmade by Judge Chin.
I ndeed, the court expressly stated that it did not reach the
i ssue of |ikelihood of confusion.

17
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registration defense under the principles of notice

pl eading, we find that applicant has failed to present
any evidence in support of the defense. As noted above,
the copies of applicant’s registrations which were
attached as Exhibit A to applicant’s final briefs have
been stricken and are not evidence of record. Applicant
therefore has failed to establish that it owns any prior
regi strations which mght serve as the basis for a prior
regi strati on defense.

Mor eover, even if applicant had properly made its
all eged registrations of record, its prior registration
def ense would fail because the goods identified in those
registrations are not “substantially identical” to any of
t he goods involved in the four applications involved in
t hese opposition proceedings. Applicant argues that the
goods identified in its current applications are within
the natural scope of expansion of the goods identified in
its prior registrations. Even assumng that this is true
(and we make no finding on that question), it does not
suffice to make out the defense. The defense is
applicable only if the goods in the application and the

prior registration are “substantially identical.” See

12 Morehouse Mg. Corp. v. J. Strickland & Co., 407 F.2d 881,
160 USPQ 715 (CCPA 1969).

18
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TBC Corp. v. Grand Prix Ltd., 12 USPQd 1311 (TTAB

1989) . 13

Laches and Acqui escence

Applicant failed to plead | aches, acqui escence or
any other affirmative defense in its answers to the
notices of opposition in these cases, and it therefore
may not argue those defenses in its final briefs. See
United States O ynpic Commttee v. Bata Shoe Corp., 225
USPQ 340 (TTAB 1984); Taffy' s of Cleveland, Inc. v.
Taffy's, Inc., 189 USPQ 154 (TTAB 1975); TBMP §311.02(c).
Even if applicant had pl eaded them however, it is well-
settled that | aches and acqui escence are not avail able as
def enses in an opposition proceeding. See National Cable
Tel evision Ass’'n v. Anmerican Cinema Editors, Inc., 937
F.2d 1572, 19 USPQ2d 1424 (Fed. Cir. 1991); and DAK
| ndustries, Inc. v. Daiichi Kosho Co., 25 USPQ@Q2d 1622
(TTAB 1992). Additionally, even if the defenses were
available in this case, applicant has failed to present
evi dence sufficient to make out the defenses. The nere

conclusory assertions in applicant’s briefs regarding

13 Again, the Board held as nuch in its May 16, 2001 summary

j udgnent decision in Opposition No. 91114616. Applicant’s
conti nued assertion of this defense in its final briefs in each
opposi tion borders on the frivol ous.

19
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applicant’s alleged prejudicial reliance on opposer’s
“non-action” (e.g., applicant’s expansions of its product
lines, its filing of applications for trademark
registrations, its hiring of marketing consultants, its
advertising and pronotional expenditures, etc.) sinply
are not supported by any conpetent evidence in the
record.

For the reasons discussed above, the |aches and
acqui escence argunents applicant raises for the first

time in its appeal briefs are unavailing in this case.

du Pont Factor 10(d)

As di scussed above, | aches and acqui escence are not
avai l able as affirmati ve defenses in an opposition
proceedi ng. W also have already noted that applicant
has failed to present evidence which proves the requisite
el ements of these defenses, qua defenses. W note,
however, that the tenth du Pont® |ikelihood of confusion
evidentiary factor requires us to consider, inter alia,
evi dence of “laches and estoppel attributable to owner of
prior mark and indicative of |ack of confusion.” See

generally In re Opus One Inc., 60 USPQ2d 1812, 1819-22

20
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(TTAB 2001). Although applicant has not cited this du
Pont factor specifically, it nonethel ess appears that
applicant essentially is relying on it to a |arge extent

i n defending agai nst opposer’s clains. |In the interest
of conpleteness, we will address applicant’s argunents in

the context of this tenth du Pont factor.

Appl i cant devotes nmuch of the argunment in its briefs
to its contention that opposer, in the 1960’ s,
“encroached” with its CARTER S mark into markets and
product lines as to which applicant is the prior user of
its CARTER S WATCH THE WEAR nmar k. Applicant argues that
this is evidence that opposer believed that no |ikelihood
of confusion would result fromthe parties’ concurrent
use of their marks even on identical goods, and that
opposer therefore is guilty of a “double standard” in
claimng, in these opposition proceedi ngs, that
applicant’s use of its mark on goods in opposer’s product
lines is likely to cause confusion. W are not persuaded.

Even assum ng that opposer’s expansion into the
children’s playwear market constituted an entry into
applicant’s traditional workwear market (including denim

pl aywear), that would not be evidence which is

“InreE 1. du Pont de Nenoburs and Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973).
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“indicative of |ack of confusion,” in the words of the
tenth du Pont factor. There is no basis in the record
for finding that opposer entered that market because it
assumed or believed that confusion was unlikely to result
fromits use of its CARTER S mark on such goods. | ndeed,
until Judge Chin’s 1996 decision held otherw se, opposer
obvi ously believed that it, not applicant, was the senior
user of CARTER S as to children’ s playwear, and that it
t herefore had the right to enter into the deni m pl aywear
mar ket as a natural expansion of its children’ s playwear
line. Oherwise, it would not have sued applicant for
i nfringement when applicant |aunched its new line in 1995.
Thus, there is no evidence which establishes that
when (and assum ng that) opposer expanded (in the 1960’ s)
into what was subsequently determ ned (in 1996) to be
applicant’s market, it did so because it assunmed or
bel i eved that confusion was unlikely to result, a fact
whi ch, if proven, would weigh against a finding of
I'i keli hood of confusion in this case. Because a nore
pl ausi bl e expl anati on for such expansi on by opposer was
its belief that it was opposer, not applicant, that had
priority as to such goods, we find that the tenth du Pont
factor, i.e., “laches and estoppel attributable to owner

of prior mark and indicative of |lack of confusion,” does
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not weigh in applicant’s favor but instead is neutral in
this case. See In re Opus One Inc., supra.®

Havi ng addressed applicant’s “defenses,” we turn now
to the nmerits of opposer’s Section 2(d) ground of
opposition in each of these four consolidated proceedi ngs.
To prevail in each case, opposer must establish its
standing to oppose, its priority of use (or ownership of
a registration), and the existence of a |ikelihood of

conf usi on.

OPPOSI TI ON NO. 91111355
Opposition No. 91111355 involves applicant’s
application Serial No. 75368211, by which applicant seeks
to register the mark CARTER S WATCH THE WEAR for *“paj anas,

ni ght gowns, nightshirts and bat hrobes.”

STANDI NG

Opposer has nmade of record status and title copies
of its Registration No. 328,815 (which is of the mark
CARTER' S (in cursive script) for “underwear, pajanas,

sl eepers”) and its Registration No. 1,117,280 (which is

15 Even if the evidence of record under du Pont factor 10(d)
were deened to weigh in applicant’s favor, it would be
out wei ghed by the evidence of record on the remaining du Pont
factors, which favor opposer. See discussion infra.
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of the mark CARTER' S (in typed form for, inter alia,

“sl eepwear.” (Opposer’s notice of reliance, Exh. A and
B.) In view thereof, and because opposer has asserted a
non-frivol ous |ikelihood of confusion claim we find that
opposer has established its standing to oppose
registration of applicant’s mark in Opposition No.

91111355. See, e.g., Lipton Industries, Inc. v. Ralston

Purina Conpany, 670 F.2d 1024, 213 USPQ 185 (CCPA 1982).
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PRI ORI TY

Because opposer has proven the status and title of
its Registration Nos. 328,815 and 1,117,280, priority is
not at issue with respect to the goods identified in
those registrations, i.e., “underwear, pajams, sleepers”
in Registration No. 328,815, and “sl eepwear” in
Regi stration No. 1,117,280. King Candy Co., Inc. v.
Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
(CCPA 1974). Thus, as to the “pajams, ni ghtgowns and

ni ght shirts”?®

identified in applicant’s application,
opposer need not prove priority of use. |In any event,
opposer’s priority of use as to these goods is
established by the record. (See, e.g., Derby Depo. at
11-12; Cal kins 4/17/01 Depo. at 21-22.)

As to the other goods identified in applicant’s
application, i.e., “bathrobes,” which are not
specifically identified in any of opposer’s registrations,
we find that opposer has established its priority of use.
Applicant has admtted that it has not used its mark on
any of the goods identified in its application, including

bat hrobes. See opposer’s requests for adm ssion nos. 13-

16 and 21-24 (Exhibit C to opposer’s notice of reliance),
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and Moskowitz 8/12/99 Depo. at 42-46 (Exhibit D to
opposer’s notice of reliance). Thus, the earliest date
upon whi ch applicant can rely for priority purposes is
the October 6, 1997 filing date of its application.
Opposer has used its CARTER S nark on bat hrobes since at
| east as early as 1989 (Cal kins 4/17/01 Depo. at 24-25),
a date prior to Cctober 6, 1997.

Thus, we find that priority is not at issue with
respect to the “pajamas, nightgowns, nightshirts”
identified in applicant’s application (and that opposer
has proven its priority as to those goods in any event),
and that opposer has established its priority of use as
to the “bathrobes” identified in applicant’s

application. '

16 We take judicial notice that “nightgowns” and “nightshirts”
are species of “sleepwear.” See also Calkins 4/17/01 Depo. at
19.

7 CARTER S is a surnane, and therefore opposer, to denonstrate
priority with respect to its common | aw uses, nust show t hat
CARTER S acquired distinctiveness as a mark prior to the filing
date of applicant’s application. Because opposer’s use of its
mar k on bat hrobes conmenced at | east five years prior to
applicant’s application filing date, and in view of the

rel ati onshi p between bat hrobes and the sl eepwear and ot her
apparel itens identified in opposer’s registrations, as

di scussed infra, we find that opposer’s CARTER S mark, as
applied to bathrobes, had acquired distinctiveness prior to
applicant’s application filing date, and that opposer therefore
has priority of secondary neaning in the CARTER S designation as
applied to bathrobes, as well as priority of use on such goods.
See, e.g., Perma Ceram Enterprises, Inc. v. Preco Industries,
Ltd., 23 USPQ2d 1134 (TTAB 1992).; cf. Trademark Act Section
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LI KELI HOOD OF CONFUSI ON

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
I'i keli hood of confusion factors set forth in In re E.I
du Pont de Nemours and Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973). In considering the evidence of record on
t hese factors, we keep in mnd that “[t]he fundanmental
i nqui ry mandat ed by 82(d) goes to the cunul ative effect
of differences in the essential characteristics of the
goods and differences in the marks.” Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ
24, 29 (CCPA 1976). Also, it is settled that where the
opposer’s mark is a fampbus mark, that fane plays a
dom nant role in the process of balancing the du Pont
factors. Recot Inc. v. MC Becton, 214 F.3d 1322, 1327,
54 F.2d 1894, 1897 (Fed. Cir. 2000). W thus turn first

to the issue of the fame of opposer’s mark.

Fame of Opposer’s Mark

2(f), 15 U S.C. 81052(f); Trademark Rule 2.41(b), 37 CF. R
82.41(b).
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The fifth du Pont evidentiary factor requires us to

consi der evidence of the fame of opposer’s mark, and to

gi ve great weight to such evidence if it exists. See
Bose Corp. v. QSC Audio Products Inc., 293 F.3d 1367, 63
UsP@2d 1303, 1309 (Fed. Cir. 2002); Recot Inc. v. MC
Becton, supra; Kenner Parker Toys, Inc. v. Rose Art

| ndustries, Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir.

1992) .

Fame of an opposer’s mark or marks, if it

exi sts, plays a “dom nant role in the process
of bal ancing the DuPont factors,” Recot, 214
F.3d at 1327, 54 USPQ2d at 1897, and “[f]anpus
mar ks thus enjoy a wide |atitude of |egal
protection.” 1d. This is true as fanous
marks are nore likely to be renenbered and
associated in the public m nd than a weaker
mark, and are thus nore attractive as targets

for woul d-be copyists. 1d. Indeed, “[a]
strong mark ...casts a |ong shadow whi ch
conpetitors nmust avoid.” Kenner Parker Toys,

963 F.2d at 353, 22 USPQ2d at 1456. A fanous
mark is one “with extensive public recognition
and renown.” |d.
Bose Corp. v. QSC Audi o Products Inc., supra, 63 USPQd
at 1305.
The evidence of record clearly establishes the fanme
of opposer’s CARTER S mark. Opposer’s primry product

|l i nes under the CARTER S brand are infants’ and

children’s sleepwear, infants’ |ayette, and infants’ and
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children’s playwear. (Calkins 4/17/01 Depo. at 12; Derby
4/ 17/ 01 Depo. at 12; Calkins 7/31/01 Depo. at 11-12.)
Opposer’s goods are avail abl e nati onwi de i n depart nent
stores, national chain stores, off-price stores, infant
and children specialty stores, and via nmail order and the
Internet. (Calkins 4/17/01 Depo. at 26-27.) Opposer
operates 149 CARTER S retail outlet stores nationw de,
which offer for sale opposer’s conplete |ine of products.
(Id. at 34; Calkins 7/31/01 Depo. at 15-16.) Devel opers
of outlet centers ook to bring in opposer’s outlet
stores because they are “destination sites” which attract
consuners to the outlet centers. (Calkins 4/17/01 Depo.
at 34; Calkins 7/31/01 Depo. at 17.)

Opposer’s total sales of CARTER S-branded goods for
t he year 2000, at whol esale and through its own retail
outlet stores, totaled $450 million.* (cCalkins 7/31/01
Depo. at 17-18.) Opposer typically spends $10 mllion
per year to advertise and pronote the brand. (ld. at 66-

67.) Such advertising includes direct mail circulars

8 Ms. Calkins testified that opposer’s whol esal e sal es figures
(i.e., sales through retail channels other than opposer’s own
outl et stores) nust be doubled to arrive at the correspondi ng
retail sales figures. (Calkins 4/17/01 Depo. at 36-37.)
Opposer’s outl et store sales make up forty percent of opposer’s
total sales (l1d. at 77); whol esale sales therefore make up sixty
percent of opposer’s total sales, and it is that sixty percent
figure which nust be doubled to arrive at opposer’s total retai
sal es figures.
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featuring opposer’s products, which are nmailed out ten to
twelve tinmes per year in partnership with opposer’s mjor
retailer custonmers, reaching 50 mllion consuners
annually. (1d. at 37-42.) Opposer’s products also are
prom nently displayed in retailers’ stores with their own
in-store fixturing and signage, and opposer participates
with retailers in in-store events (such as store

openi ngs) which feature opposer’s goods. (ld. at 61-65.)
Ms. Calkins testified that “[r]etailers |like to advertise
the Carter’s brand nanme because it brings consuners into
their stores.” (Calkins 7/31/01 Depo. at 24.) A recent
st udy conducted by opposer shows that CARTER S has a 95%
brand awareness | evel anong nothers and grandnothers and
an 80% repurchase intent anong those sanme consuners, and
that CARTER S is anong the highest-ranking brands in
ternms of consuners’ “trust level.” (Calkins 7/31/01 Depo.
at 11, 19.)

Opposer’s CARTER S mark certainly is fanous as
applied to infants’ and children’ s sl eepwear. CARTER S
is and for nmany years has been the number one-selling
brand of infants’ and children’s sleepwear in the country,
in terns of both dollar amounts and units sold. (Calkins
4/ 17/ 01 Depo. at 35-36, 74-76.) In 2000, opposer sold 20

mllion units of such sleepwear totaling $125 mllion at
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whol esal e and t hrough opposer’s outlet stores, four tines
nore than its nearest conpetitor. Sales have been

i ncreasi ng and are expected to continue increasing at 9%
to 10% per year. (l1d. at 66-67.) Opposer’s advertising
and pronotional activities often focus on opposer’s

sl eepwear, because “it’s what consuners really |look to
Carter’s for. They expect to find Carter’s sl eepwear, so
we gear themto the right stores to find it.” (Id. at
38.)

Based on this evidence, we find, for purposes of the
fifth du Pont |ikelihood of confusion evidentiary factor,
t hat opposer’s CARTER' S mark is a fanpus mark for
infants’ and children’s apparel in general, and as
applied to infants’ and children’s sl eepwear in
particular. That fanme weighs heavily in opposer’s favor;
indeed, in light of the authorities cited above, the fane
of opposer’s mark nust be deenmed a dom nant factor in our

| i kel i hood of confusion analysis in this case.®

Simlarity of Marks

19 Applicant argues that although opposer’s mark may be fanous,
we al so should take into account the fane of applicant’s mark in
our likelihood of confusion analysis. W are not persuaded.

The fifth du Pont factor requires us to consider evidence of
“the fanme of the prior mark.” Opposer’s mark, not applicant’s
mark, is “the prior mark” as to the goods involved in this case.
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The first du Pont evidentiary factor requires us to

det erm ne whet her applicant’s mark and opposer’s mark,
when conpared in their entireties in terms of appearance,
sound and connotation, are simlar or dissimlar in their
overall commercial inpressions. The test is not whether
the marks can be distingui shed when subjected to a side-
by-si de conparison, but rather whether the marks are
sufficiently simlar in terms of their overall comrerci al
i npression that confusion as to the source of the goods
of fered under the respective marks is likely to result.
The focus is on the recollection of the average
purchaser, who normally retains a general rather than a
specific inpression of trademarks. See Seal ed Air Corp.

v. Scott Paper Co., 190 USPQ 106 (TTAB 1975).
Furthernore, although the marks at issue nmust be
considered in their entireties, it is well-settled that
one feature of a mark may be nore significant than
another, and it is not inproper to give nore weight to
this dom nant feature in determ ning the comrerci al

i npression created by the mark. See In re National Data

Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985).

Finally, where, as in the present case, the marks would

Mor eover, applicant’s argunment that its mark is fanmous is not
supported by the evidentiary record.
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appear on virtually identical goods (see discussion
infra), the degree of simlarity between the marks which
iI's necessary to support a finding of |ikely confusion
declines. Century 21 Real Estate Corp. v. Century Life
of America, 970 F.2d 874, 23 USPQ2d 1698 (Fed. Cir.

1992). Likew se, because opposer’s mark is fanmous, it
must be accorded a wide |atitude of |egal protection vis-
a-vis conpeting marks. Recot Inc. v. MC. Becton, supra.
Appl ying these principles in the present case, we
find that in terms of appearance, sound and connotati on,
the marks are identical to the extent that they both
include the word CARTER' S, and dissimlar to the extent
that applicant’s mark, but not opposer’s mark, includes
the words WATCH THE WEAR. ?° Viewing the marks in their
entireties, we find that the overall comrerci al
i npressions created by the marks are nore simlar than
dissimlar. That is, we find that the simlarity between
the marks which results fromthe presence of CARTER S as

the first (or only) word in the marks outwei ghs the

20 The cursive script in which opposer’s CARTER S nmark appears
in Reg. No. 328, 815 does not distinguish the marks in terns of
appearance. That stylization is de mninms, and applicant’s
mar k (whi ch applicant seeks to register in typed form could be
depi cted on applicant’s goods in a simlar cursive script. See
Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842
(Fed. Cir. 2000); Squirtco v. Tony Corp., 697 F.2d 1038, 216
USPQ 937 (Fed. Cir. 1983).
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dissimlarities which result fromthe presence of the
addi ti onal wording WATCH THE WEAR in applicant’s mark.
Applicant argues that its CARTER S WATCH THE WEAR
mark is a “unitary expression” which should not be
di ssected in our conparison of the marks. W are not
persuaded that applicant’s mark is a unitary expression.
WATCH THE WEAR woul d likely be viewed as a unitary
expression, i.e., as a phrase which has a coherence and a
meani ng (suggesting durability) which is independent of
the three words consi dered separately. CARTER S WATCH
THE WEAR, however, is not a unitary expression. CARTER S
WATCH THE WEAR has no di scernible unitary neaning or
coherence, either as a matter of grammatical construction
or of logical connotation. Rather, the mark consists of
and woul d be perceived as having two el enents, i.e., the
name CARTER' S, followed by the unitary slogan WATCH THE
VWEAR. Applicant has not suggested any specific unitary
meani ng or significance that could be or would be
attributed to the words CARTER S WATCH THE WEAR.
Contrary to applicant’s argunent, the nmere fact that
appl i cant al ways uses the four words together does not
make of the four words a unitary expression with a

coherent,
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i ndependent neaning of its own.*

Havi ng found that CARTER S WATCH THE WEAR i s not a
unitary phrase or expression, we further find that the
dom nant feature in the comrercial inpression created by
applicant’s mark is the possessive name CARTER S, and
that this dom nant feature nust be given greater weight
in our analysis of the comrercial inpression created by
applicant’s mark (and in our conparison of applicant’s
mar k and opposer’s mark). In so finding, we are not
di ssecting the mark. Rather, for the rational reasons
di scussed below (see In re National Data Corp., supra),
we find that purchasers viewng the mark in its entirety
woul d | ook to the name CARTER S as the dom nant source-
indicating feature of the mark, and woul d perceive and
under stand WATCH THE WEAR to be a separate, suggestive
sl ogan or tag |ine appended to that nane.

CARTER S is the first word of applicant’s mark, a
fact which contributes to its dom nance in the comrerci al

i npression created by the mark. See, e.g., Presto

21 Al'so unpersuasive is applicant’s contention that CARTER S
WATCH THE WEAR is a unitary mark because its historical
derivation is the 1929 nerger of two conpani es that previously
had used, respectively, the mark CARTER S and the mark WATCH THE
WEAR. There is no evidence that purchasers are or woul d be
aware of this historical derivation. Even if they were so
aware, they still would view the nark as a conbination of two
separate marks, CARTER S and WATCH THE WEAR, rather than as a
unitary phrase or expression.
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Products, Inc. v. N ce-Pak Products, Inc., 9 USPQ@Q2d 1895
(TTAB 1988). The wordi ng WATCH THE WEAR i s suggestive of
a feature or characteristic of the goods, i.e., their

durability.? It therefore would have conparatively |ess
source-indicating significance to purchasers view ng the

mark than the name CARTER S woul d have. %

22 pApplicant acknow edges that the wording has this suggestive
connotation. See, e.g., applicant’s brief in Cpposition No.
91111355, at 8.

23 pposer has presented testinony which, opposer argues,
suggests that applicant’s own custoners abbreviate applicant’s
CARTER S WATCH THE WEAR mark sinply as CARTER S when referring
to applicant’s goods. Sherrie Coker, opposer’s custoner

rel ati ons supervisor, testified that between January 1 and
August 29 of 2001, she spoke with twenty-three persons who had
conpl ai nts about products which they apparently thought were
opposer’s products, but which turned out to be applicant’s
products. She testified that these persons insistently referred
to these products of applicant’s sinply as CARTER S, even after
being told that the products were not opposer’s products, and
even if they were |ooking at the product |abels or tags which

i ncluded the words WATCH THE WEAR. W reject applicant’s
hearsay objection to this testinony; the statenents nmade by
custoners to Ms. Coker are not offered by opposer for the truth
of the matters asserted, but rather are offered to prove sinply
that the statements were made. Nonethel ess, we accord little
probative weight to these statenents as evidence on the issue of
the commercial inpression of applicant’s mark. It appears to be
equal ly likely that these calls are evidence of actual source
confusion; the custoners saw the nanme CARTER S on applicant’s
products and assumed that the products were opposer’s,

not wi t hst andi ng t he additi onal presence of the words WATCH THE
VEAR on the products’ |abels. Because that interpretation of Ms.
Coker’s testinony (and the custoner statenents she reports) is
at | east plausible, we are not persuaded that the testinony
necessarily proves opposer’s contention that applicant’s
custoners comonly (or ever) abbreviate or refer to applicant’s
mark sinply as CARTER S. (Opposer expressly states in its briefs
that it is not offering this testinony to prove actual confusion
under the seventh du Pont factor, since the custoner calls
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We agree with opposer’s contention that the parties’
mar ks are sim | ar because applicant’s mark CARTER S WATCH
THE VEAR i ncor porates opposer’s CARTER S mark in its
entirety as a prom nent and indeed dom nant feature of
applicant’s mark. We have given due consideration to the
contribution which the words WATCH THE WEAR nmake to the
commerci al inpression of applicant’s mark, and we find
that the presence of these words does not suffice to
di stinguish the marks in terns of their overal
commerci al inpressions as indications of source. WATCH
THE WEAR is likely to be perceived nerely as a sl ogan or
tag |ine appended to the name CARTER' S, intended to
suggest the durability of the goods. The record shows
t hat opposer al so uses and has used various sl ogans and
tag lines in conjunction with the CARTER S nanme on its
sl eepwear, either as part of trademarks or in advertising
and pronotional canpaigns. These include: CARTER S
FUzZZY FLEECE;, CARTER S COVWFORT YOU VE LEARNED TO LOVE;
CARTER' S, | F THEY COULD JUST STAY LITTLE TILL THEIR
CARTER S WEAR OUT; and CARTER S DREAMAKERS. ( Cal ki ns
4/ 17/ 01 Depo. at 22-23.) G ven opposer’s past use of

such slogans or tag lines with its famus CARTER S mar k

i nvol ved goods not at issue in these cases. Accordingly, we
have not considered it as such.

37



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

(especially a slogan which suggests the durability of the
products, i.e., CARTER' S, |F THEY COULD JUST STAY LI TTLE
TILL THEIR CARTER S WEAR OUT), purchasers are nore likely
to assune that the wording WATCH THE WEAR in the mark
CARTER' S WATCH THE WEAR i s yet another such sl ogan of
opposer’s or another variant CARTER S mark, rather than
an indication that the goods originate froma source

ot her than opposer.

In summary, we find that the differences in
appearance, sound and nmeaning which result fromthe
presence in applicant’s mark of the words WATCH THE WEAR
are not sufficient to overcone the basic and essenti al
simlarity between the marks which results fromthe
presence in both marks of the name CARTER' S. This is
especially so when we take into account the identical
nature of the parties’ goods (see discussion infra) and
the concomtant |esser degree of simlarity between the
mar ks which is necessary to support a finding of
i kel i hood of confusion, see Century 21 Real Estate Corp.

v. Century Life of Anerica, supra, and the fame of

opposer’s mark, which “casts a |ong shadow’ which

conpetitors nmust avoid. See Kenner Parker Toys, Inc. v.

Rose Art Industries, Inc., supra.
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For the reasons di scussed above, we find that the

first du Pont factor weighs in opposer’s favor.

Simlarity of Goods
Opposer’s registrations include “pajams” and

“sl eepwear,” inter alia, in their identifications of
goods. As identified in the registrations, those goods
are legally identical to and/or enconpass the “pajanas,”
“ni ght gowns” and “nightshirts” identified in applicant’s
application. Opposer also has proven that it is the
prior user of its CARTER S mark on bat hrobes for infants
and children, goods which are legally identical to and
enconpassed by the “bathrobes” identified in applicant’s
application. Thus, we find that the parties’ goods, as
identified in the application and registrations,
respectively, are legally identical. See Canadi an

| nperi al Bank of Commerce v. Wells Fargo Bank, N. A, 811
F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987). The second du

Pont factor accordingly weighs in opposer’s favor in our

i kel'i hood of confusion anal ysis.

Trade Channel s and Cl asses of Purchasers
Havi ng found that the parties’ goods are legally

identical, we find that the trade channels and cl asses of
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purchasers for these goods are legally identical as well.
Mor eover, the identifications of goods in applicant’s
application and in opposer’s registrations include no
[imtations or restrictions as to trade channels or

cl asses of purchasers, and we therefore presune that both
parties’ goods are or can be marketed in all normal trade
channels and to all normal classes of purchasers for such

goods. See Canadi an | nperial Bank of Commerce v. Wells

Fargo Bank, N A.,
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supr a.
The record establishes that the normal trade
channel s for these goods include departnent stores (such
as Macy's and Hecht’s), national chain stores (such as
Sears and J.C. Penney), off-price stores (such as
Marshal |’ s), infant and children specialty stores, outlet
stores, discount stores (such as Target), nmail order
sales and Internet sales. (Calkins 4/17/01 Depo. at 26-
27.) Opposer markets its CARTER S-branded goods in al
of these trade channels except for discount stores (id.
at 31), and applicant’s unrestricted application |ikew se
woul d entitle applicant to market its goods in these sane
trade channels.? The normal purchasers of these goods
are general consuners, including the nothers,
grandnot hers and gift-givers who are opposer’s target
consuners (id. at 15, 67) and to whom applicant’s
unrestricted application |ikew se would entitle applicant
to market its goods.
In summary, we find that the trade channels and

cl asses of purchasers for the parties’ respective goods

24 Applicant argues that, in actual practice, opposer sells a
significant anount (roughly forty percent) of its sleepwear
items through its own 148 outlet stores (Calkins 4/17/01 Depo.
at 77-78), a trade channel in which applicant’s goods woul d not
be sold. However, the remaining sixty percent of opposer’s
goods are marketed in the other normal trade channels for such

41



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

are simlar and indeed overlapping. The third du Pont
factor therefore weighs in opposer’s favor.
Pur chasi ng Conditions

We find that the goods at issue are inexpensive,
ordi nary consuner itens, which are purchased by ordinary
consuners (such as nothers, grandnmothers, and gift-
givers) with no nore than ordinary care. They are not
expensive itens; opposer’s sleepwear itens cost an
average of eight to ten dollars at retail. (Calkins
4/ 17/ 99 Depo. at 24.) Nothing in the record establishes
that there is anything about these goods or the | evel of
care with which they are purchased which necessarily

woul d |1 essen the likelihood of confusion.? The fourth du

goods, the sane trade channels in which applicant’s goods al so
must be presuned to be market ed.

2> W note that opposer’s CARTER S-branded goods, as marketed in
departnment stores and other retail stores, alnost always are

di spl ayed to custoners in opposer’s own in-store fixtures, with
si gnage bearing opposer’s mark. (Rowan Depo. at 12-16; Calkins
4/ 17/ 01 Depo. at 64, 68.) W are not persuaded by applicant’s
argunment that the |ikelihood of confusion is | essened to any
appreci abl e extent because opposer’s goods typically are

di spl ayed in opposer’s own in-store fixtures. Opposer’s goods
and conpetitors’ goods still are displayed in the sane sections
of the stores. Moreover, the fact that retail ers display
opposer’s goods in opposer’s own fixtures and with opposer’s own
si gnage appears to be the result of opposer’s dom nance in the
mar ket and popul arity anmong purchasers. |f anything, opposer’s
use of in-store fixturing and signage dedicated to the prom nent
di spl ay of opposer’s goods enhances the strength and fanme of
opposer’s mark, and such fame can never wei gh agai nst opposer in
our likelihood of confusion analysis. See Kenner Parker Toys,
Inc. v. Rose Art Industries, Inc., supra.
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Pont factor accordingly weighs in opposer’s favor, or is

neutral at best.

Simlar Marks in Use on Simlar Goods

The sixth du Pont factor requires us to consider
“the nunmber and nature of simlar marks in use on simlar
goods.” The evidence of record in this case does not
show t he exi stence of any such third-party uses of
CARTER S marks (or marks simlar thereto) on the goods at
i ssue.?® The absence of evidence of similar marks in use
on simlar goods weighs in opposer’s favor in our

i kel'i hood of confusion anal ysis.

Act ual Confusion

There is no evidence of any instances of actual
confusi on between opposer’s mark and applicant’s mark as
applied to the goods involved in Opposition No. 91111355,

i.e., sleepwear and bat hrobes. However, there |ikew se

26 The third-party registrations applicant submitted with its
bri ef have been stricken and are not of record. Even if they
had been properly nmade of record, they (like the CARTERCOPTERS
registration (Reg. No. 2,472,509) which applicant has properly
made of record — see supra at footnote 7) are not evidence that
the marks depicted therein are in use or that purchasers are
famliar with them and they therefore are not probative

evi dence under the sixth du Pont factor. See O de Tyme Foods
Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir.
1992).
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is no evidence that applicant has ever used its mark on
such goods. In such circunstances, we cannot concl ude
that there has been any opportunity for actual confusion
to have arisen, and the absence of evidence of actual
confusion therefore is factually unsurprising and legally
irrelevant. See Gllette Canada Inc. v. Ranir Corp., 23
USPQ2d 1768 (TTAB 1992). The seventh and ei ghth du Pont

evidentiary factors therefore are neutral in this case.?

House Mark

The record shows that opposer uses its CARTER S nmark
as a house mark for a wi de variety of products relating
to children and infants, including sleepwear, playwear,
| ayette, underwear, sw maear, shoes, hosiery, outerwear,
hats and gl oves, beddi ng, wall paper, rugs, room décor,
accessori es, diaper bags, dolls, plush toys, wooden toys
and puzzles, strollers, bouncy seats, play yards and
toiletries. (Calkins 4/17/01 Depo. at 16-18.) M.

Calkins testified as foll ows:

27 As noted above, the testinony of opposer’s custonmer relations
supervi sor Sherrie Coker m ght be construed as evidence that
actual source confusion has occurred with respect to goods which
are not at issue in this proceeding. However, opposer has
expressly stated that it is not relying on such testinony as

evi dence on the issue of actual confusion, and we therefore wll
not consider it as such. Applicant’s contentions that the
testinony is either hearsay or shows nerely de mnims actual
confusion |ikew se are noot.
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Q Wiy does Carter’s license the use of
the Carter’s mark for such a broad array of
product s?

A.  We have determ ned that — we’ve
determned that Carter’s is really a lifestyle
brand and consuners have told us. W ve done
a lot of research with them and they’ ve told
us that they want Carter’s to expand into
different categories. And it nmakes sense for
the brand to be in those categories related to
chil dren.

(Id.) Based on this evidence, we find that the ninth du

Pont factor weighs in opposer’s favor in this case.?

Extent of Potential Confusion

G ven the fanme of opposer’s mark and the fact that
opposer sells 20 mllion sleepwear units annually, and
given the relatively inexpensive cost of these goods, we
find that the extent of potential confusion which would
result fromapplicant’s use of a confusingly simlar mark
to sell the sane type of goods in the same trade channels
and to the sane purchasers is substantial, not de

mnims. The twelfth du Pont factor therefore weighs in

opposer’s favor in this case.

28 Inits brief, applicant contends that its CARTER S WATCH THE
VAR |ikewi se is a house mark used on a wi de variety of apparel
This claimis not substantiated by the record.
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Concl usi on

For the reasons di scussed above, we find that the
evi dence of record pertaining to the du Pont factors
| eads inevitably to the conclusion that confusion is
likely to result fromapplicant’s use of its mark on the
goods identified in the application. Because opposer
al so has established its standing and either its priority
of use or its ownership of a registration, opposer’s
Section 2(d) ground of opposition in Opposition No.

91111355 i s sustained.

OPPOSI TION NO. 91111375
We turn next to opposer’s Section 2(d) ground of
opposition to applicant’s application Serial No. 75326378,
by whi ch applicant seeks to register the mark CARTER S

WATCH THE WEAR (in typed form for “disposabl e diapers.”

STANDI NG
Opposer has made of record a status and title copy
of its pleaded Registration No. 1,117,280, which is of

the mark CARTER' S (in typed form) for, inter alia,

| ayette® items including blankets, towels, face cloths,

29 Ms. Calkins testified that “[I]ayette is ...baby clothes for
newborns. |It’'s really nmeant to be the first thing a baby needs
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underwear, bunting, bibs, booties and bonnets.

(Opposer’s notice of reliance, Exh. B.) Opposer also has
proven that it uses its CARTER S nmark di aper bags and

di aper covers. (Calkins 4/17/01 Depo. at 12-13, 42-43,
and 48-49.) In view thereof, and because opposer has
asserted a non-frivolous |ikelihood of confusion claim
we find that opposer has established its standing to
oppose registration of applicant’s mark in Opposition No.

91111375. See, e.g., Lipton Industries, Inc. v. Ralston

Puri na Conmpany, supra.

PRI ORI TY

Appl i cant has not used its mark on the *“di sposable
di apers” identified in its intent-to-use application.
(Opposer’ s requests for adm ssion nos. 17 and 25 (Exhibit
C to opposer’s notice of reliance); Mdskowitz 8/ 12/99
Depo. at 50-51 (Exhibit D to opposer’s notice of
reliance)). Thus, the earliest date upon which applicant
can rely for priority purposes is the July 16, 1997

filing date of its application.

and wears. It includes underwear, bodysuits, stretchies,

recei ving bl ankets, hooded towels, and washcl ot hs, gowns, bi bs,
bonnets, booties, creepers. Those are prinmarily the itens that
fall into layette.” (l1d. at 42.) W take judicial notice that
Webster’s Ninth New Coll egiate Dictionary (1990), at p. 678,
defines “layette” as “a conplete outfit of clothing and

equi pnent for a newborn infant.”
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Opposer has not used its CARTER S mark on di sposabl e
di apers. (Rowan Depo. at 42; Calkins 4/17/01 Depo. at
78.)%* However, opposer bases its Section 2(d) claimin
this opposition on its ownership of Registration No.
1,117,280, which is of the mark CARTER S for the various
| ayette and underwear itens nentioned above. Because
opposer has proven the status and title of this
registration, priority is not at issue with respect to
t he goods identified therein. King Candy Co. v. Eunice
King’s Kitchen, Inc., supra. Moreover, opposer also has
proven that it has used its CARTER S mark on di aper bags
since the early 1990's and on di aper covers since at
| east as early as 1989. (Calkins 4/17/01 Depo. at 47-
49.)

Accordingly, we find that priority is not at issue
with respect to the layette and underwear itens
identified in opposer’s Registration No. 1,117,280, and
t hat opposer has proven priority of use with respect to

its diaper bags and di aper covers.

30 Nor has opposer used its mark on cloth diapers. (Calkins
4/ 17/ 01 Depo. at 44.)

31 CARTER S is a surnane, and therefore opposer, to denonstrate
priority with respect to its common | aw uses, nust show t hat
CARTER S acquired distinctiveness as a mark prior to the filing
date of applicant’s application. Because opposer’s use of its
mar k on di aper bags and di aper covers commenced at |east five
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LI KELI HOOD OF CONFUSI ON
Fame of Opposer’s Mark

As di scussed above in connection with Opposition No.
91111355, we find that opposer’s mark is fanmous as
applied to infants’ and children’s apparel in general,
and sl eepwear in particular. The evidence of record al so
establi shes that opposer’s mark is fanmous as applied to
its layette items, including infants’ undergarnents.

Opposer’s CARTER S mark | ong has been the top-
selling brand of layette in the country in terns of both
dollars and units sold. (Calkins 4/17/01 Depo. at 56,
74-76.) In the year 2000, opposer’s total |ayette sales
(at whol esal e and t hrough opposer’s own outl et stores)
were between $175 million and $200 million. (ld. at 57.)
Li kewi se in the year 2000, opposer sold over 40 mllion

units of its CARTER S-branded baby products, which is

years prior to applicant’s application filing date, and in view
of the obvious rel ationship between di aper covers, diaper bags
and the |l ayette and underwear itens identified in opposer’s
registrations, we find that opposer’s CARTER S mark, as applied
to di aper covers and di aper bags, had acquired distinctiveness
prior to applicant’s application filing date, and that opposer
therefore has priority of secondary meaning in the CARTER S
desi gnation as applied to diaper bags and di aper covers, as well
as priority of use on such goods. See, e.g., Perma Ceram
Enterprises, Inc. v. Preco Industries, Ltd., supra; cf.
Trademark Act Section 2(f), 15 U S.C. 81052(f); Trademark Rul e
2.41(b), 37 C.F.R §2.41(b).
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over ten products for every baby born in the United
States, according to Ms. Cal kins’ unchall enged testinony.
(1d.) Opposer’s narket share for |layette in 2000 was 28%
inits target market (i.e., all retail trade channels
except for discount stores such as K-Mart), which is five
times the share of its nearest conpetitor. (ld. at 56-
57.)3% (Opposer’s layette sales have been increasing and
are expected to continue increasing at 9% to 10% per year.
(Id. at 67-68.) Opposer’s layette itens are prom nently
featured in opposer’s advertising and pronoti onal
activities, upon which opposer spends approxi mately $10
mllion annually. (l1d. at 57-67.) Additionally,
opposer’s whol esal e shi pnents of children’s underwear
(ages eighteen nonths to twelve years old) total ed
approximately $3 mllion in 2000, and its whol esal e
shi pments of diaper bags in that year totaled
approximately $4 mllion. (ld. at 47, 48.)

Based on this evidence, we find that opposer’s mark
is fanous as applied to its |layette products, including
infants’ undergarnents. The fame of opposer’s mark in

the fields of layette and infants’ and children’s

32 When the discount stores are factored in, opposer’s market
share is smaller than 28% but is still the largest share in the
market in ternms of both dollars and units sold. (Calkins

4/ 17/ 01 Depo. at 74-76.)
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sl eepwear, where opposer dom nates the nmarket, “casts a

| ong shadow’” which, we find, extends to the “disposable
di apers” involved in the present opposition.® See Recot
Inc. v. MC Becton, supra. Thus, we find that the fifth
du Pont factor weighs in opposer’s favor, and that it

i ndeed nust play a dom nant role in our |ikelihood of

confusi on anal ysi s.

Simlarity of Marks

For the reasons di scussed above with respect to
Opposition No. 91111355, we find that applicant’s mark
CARTER S WATCH THE WEAR is sim lar, rather than
dissimlar, to opposer’s mark CARTER S. This is
especially so given the fane of opposer’s mark and the
resulti ng enhanced scope of protection to be accorded

t hat mar k.

3% Contrary to applicant’s contention, in finding that the “long
shadow’ cast by opposer’s fanmous mark extends to applicant’s

di sposabl e di apers, we are not granting opposer “rights in
gross” inits mark as applied to any and all infant’s and
children’s products. Rather, we are finding that the fane of
opposer’s mark for layette (and sl eepwear) is of sufficient
scope that it extends to, and nust be given great weight in, our
analysis of the registrability of applicant’s nmark as applied to
t he goods at issue here, i.e., disposable diapers. See Recot
Inc. v. MC. Becton, supra. The sanme goes for the hosiery

i nvol ved in Qpposition No. 91114616 and, to a | esser extent, the
toys involved in Cpposition No. 91115259. See discussion infra.
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Simlarity of Goods

The follow ng general principles apply to our
det erm nation of whether the “di sposabl e di apers”
identified in applicant’s application® are simlar or
dissimlar to the layette and underwear identified in
opposer’s Registration No. 1,117,280, and to the diaper
bags and di aper covers as to which opposer has proven its
priority.

It is not necessary that the respective goods be
identical or even conpetitive in order to support a
finding of likelihood of confusion. Rather, it is
sufficient that the goods are related in some manner, or
that the circunstances surrounding their marketing are
such, that they would be likely to be encountered by the
sane persons in situations that would give rise, because
of the marks used thereon, to a m staken belief that they
originate fromor are in some way associated with the
same source or that there is an association or connection

bet ween t he sources of the respective goods. See In re

Martin' s Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223

34 Applicant argues that it intends to nmarket disposable diapers
for adults as well as for infants, and that use of its mark on
adult diapers is not likely to cause confusion vis-a-vis
opposer’s infants’ and children’ s products. However,
applicant’s identification of goods is not restricted to adult
di apers but rather enconpasses disposable diapers for infants
and chil dren.

52



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

USPQ 1289 (Fed. Cir. 1984); Inre Melville Corp., 18
USPQ2d 1386 (TTAB 1991); In re International Tel ephone &
Tel egraph Corp., 197 USPQ@2d 910 (TTAB 1978).

We find that the “di sposable diapers” identified in
applicant’s application are simlar and related to the
“underwear” identified in opposer’s registration. M.
Cal kins testified that diapers are related to underwear
because “they basically have the sanme end use, but for
different age and sized children. Diapers are really
underwear for babies.” (Calkins 4/17/01 Depo. at 47.)
We agree. Until they are toilet-trained, babies and
young children wear diapers under their clothes.
Additionally, we find that disposable diapers are rel ated
to the other |ayette itens identified in opposer’s
registration (especially the various undergarnents for
babi es such as undershirts and bodysuits) which are worn
in conjunction with diapers. (ld. at 42.) It is not
di spositive that opposer’s underwear and | ayette itens
are made of fabric while applicant’s disposable diapers
are made of paper, or that |layette and underwear do not
serve the utilitarian absorbent function of diapers and

t hus are not interchangeable with diapers, as applicant
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argues. Layette and di sposabl e di apers are conpl enentary
products in which babies are dressed.

We also find that applicant’s di sposabl e diapers are
related to opposer’s diaper covers and di aper bags. The
conpl enmentary relationship of these products is apparent
fromtheir very nanes. Diaper covers are “fabric, little
panties that you wear over a diaper to cover it. And
they typically coordinate back to an outfit.” (Id. at
49.) Applicant argues that diaper covers and di sposabl e
di apers are not rel ated because di aper covers cannot be
worn in lieu of diapers, and because di aper covers are
apparel itenms rather than purely functional itens |ike
di apers. Again, however, the fact that the products are
not interchangeable or identical is not dispositive.
These goods clearly are conpl enentary; diaper covers are
worn over diapers. Likew se, opposer’s diaper bags
clearly are conplenentary and related to applicant’s
di sposabl e di apers. Di aper bags “are bags that parents
carry to put diapers in, to put baby w pes, to put baby
lotions. So it’s really a bag to carry di apers when
you' re out with your baby.” (1d. at 47.) Contrary to
applicant’s argunment, the fact that diaper bags can be
used to carry itens in addition to diapers (such as

| ayette itens, w pes, lotions, fornula, etc.) does not
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negate or detract fromthe obvious conplenentary
rel ati onshi p between di apers and di aper bags.

Applicant’s president, M. Mskowitz, testified that
he regards di sposabl e diapers as being within applicant’s
natural zone of expansion. (Moskowitz 8/12/99 Depo. at
85-86.) If it is natural for a conpany |ike applicant,
which traditionally has focused on children’s wor kwear
to expand into the disposable diaper field, then a
fortiori it would be natural for purchasers to assune
that a conpany |ike opposer, which is famus for its
| ayette and other infant clothing itens, also would sell
di sposabl e di apers. That opposer has not yet done so is
not dispositive, for purposes of the second du Pont
factor. Furthernore, Ms. Calkins testified that at | east
one di sposabl e di aper maker (Panpers) is expanding into
the children’'s apparel field and will be using the
PAMPERS brand on such goods. (Calkins 4/17/01 Depo. at
42.) M. Mskowtz testified that he is aware of another
manuf acturer (Braha) which produces both di sposable
di apers and children’s clothing. (Mskowitz 8/12/99 Depo.
at 83-84.)

Based on the evidence discussed above, we find that
the “di sposabl e diapers” identified in applicant’s

application are sufficiently simlar and related to the

55



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

| ayette and underwear itens identified in opposer’s

Regi stration No. 1,117,280, as well as to opposer’s

di aper covers and di aper bags, that confusion is likely
to result if these goods are marketed under confusingly
simlar marks. W have carefully considered applicant’s
argunments to the contrary (including those not
specifically discussed herein), but we are not persuaded.

The second du Pont factor weighs in opposer’s favor.

Trade Channel s and Cl asses of Purchasers

Applicant’s identification of goods includes no
restrictions or limtations as to trade channels or
cl asses of purchasers, so we nust presune that
applicant’ s di sposable diapers will be marketed in all
normal trade channels and to all normal classes of
purchasers for such goods. See Canadi an | nperial Bank of
Comrerce v. Wells Fargo Bank, N A, supra. Likew se,
opposer’s registration includes no such restrictions or
limtations as to the layette and underwear itens
identified therein. Opposer currently markets those
items, as well as its diaper bags and di aper covers, in
departnent stores, national chain stores, outlet stores,
of f-price stores and specialty stores. (Calkins 4/17/01

Depo. at 51-53.)
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The record shows that there is an overlap in the
trade channels for disposabl e diapers, on one hand, and
for layette, infants’ and children’s underwear, diaper
bags and di aper covers, on the other. M. Calkins
testified that disposable diapers and opposer’s CARTER S-
branded | ayette and other infant products are avail able
at both specialty store chains such as Babies R Us and
Buy Buy Baby, as well as at off-price stores such as
Sam s Club and Costco. (ld. at 53-54.) M. Moskow tz
acknow edged in his discovery deposition that disposable
di apers and children’s apparel both can be purchased at
di scount stores such as Target, Wal-Mart and K-Mart.
(Moskowi tz 8/12/99 Depo. at 87-89.)%* Although opposer
does not currently market its CARTER S-branded | ayette
and underwear products in these discount store trade
channel s, they are anmong the normal trade channels for
such goods and thus are enconpassed within the scope of

opposer’s registration for such goods. *°

3% Applicant asserts in its brief that disposable diapers and
children’s and infants’ apparel would be sold in different

ai sl es or sections of these stores, but there is no testinony or
other evidence in the record to support that assertion. Even if
there were such evidence, the fact that the goods m ght be sold
in different sections of stores is not dispositive, especially
gi ven the conplenentary nature of the products and the fane of
opposer’s CARTER S mar K.

%6 I'n discount stores such as Target, opposer markets |ines of
| ayette and children’s apparel under the marks TYKES and BABY
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We also find that the normal classes of purchasers
of di sposabl e di apers obviously include parents and
ot hers who are responsi ble for the care of infants.
These al so are anong the normal classes of purchasers of
opposer’s layette itenms, underwear, diaper bags and
di aper covers. (Calkins 4/17/01 Depo. at 15, 67.)

Appl i cant contends that disposable diapers are sold
in some trade channels (such as supermarkets and
drugstores) in which |layette and apparel such as
opposer’s are not sold, and that |ayette and apparel are
sold in some trade channels (such as department stores)
i n which disposable diapers are not sold. Assum ng that
is the case, however, it is not dispositive. Even if the
respective trade channels do not overlap exactly and in
all respects, they still overlap in the manners di scussed
above. Likew se, as discussed above in connection with
Opposition No. 91111355, it is not dispositive that
approxi mately 40% of opposer’s sales are nmade through
opposer’s own outlet stores, a trade channel in which
applicant’s goods presumably would not travel.

Based on the evidence di scussed above, we find that

the trade channels for the parties’ respective goods are

TYKES. These products bear hangtags with the wording “a
division of Carter’s.” (Calkins 4/17/01 Depo. at 31-32, 71 and
74.)
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overl appi ng, that the classes of purchasers for such
goods |i kewi se are overlapping, and that the third du
Pont evidentiary factor accordingly weighs in opposer’s

favor.

Pur chasi ng Conditi ons

We find that the goods at issue here are ordinary
consumer itens, which are purchased by ordinary consumers
with no nore than ordinary care. Opposer’s |ayette itens
often are sold in nultipacks which retail for between six
and ten dollars; special gift items may retail for twenty
dollars. (Calkins 4/17/01 Depo. at 70-71.) Applicant
argues that disposable diapers often are purchased in
bul k, and that they therefore can be anpbng the nore
expensive itenms on the purchaser’s grocery list.
However, applicant has presented no evidence to support
t hese assertions. Instead, we find that disposable
di apers are normal consuner goods, and that there is
not hi ng about their cost or the manner in which they are
mar ket ed that woul d cause purchasers to use nore than

ordinary care in purchasing them The fourth du Pont
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factor accordingly weighs in opposer’s favor, or is

neutral at best.?

Simlar Marks in Use on Simlar Goods

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that there is no
evidence of any simlar marks in use on simlar goods.
The sixth du Pont factor therefore weighs in opposer’s

favor in the present opposition.

Act ual Confusion

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that there is no
evi dence of any instances of actual confusion between
opposer’s mark and applicant’s mark as applied to the
goods involved in this opposition proceedi ng, but neither
is there any evidence from which we could concl ude that
t here has been any opportunity for actual confusion to
have arisen. The seventh and eighth du Pont evidentiary

factors therefore are neutral in this case.

37 Al'so, for the reasons di scussed above in connection with
Qpposition No. 91111355, the fact that opposer’s |layette and
underwear, when sold in departnment stores, may be displayed with
in-store fixturing featuring opposer’s goods does not wei gh

agai nst opposer under either the third or the fourth du Pont
factor. See supra at footnote 25.
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House Mark

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that opposer uses its
CARTER' S mark as a house mark for a wi de variety of
products relating to children and infants, and that the
ninth du Pont factor therefore weighs in opposer’s favor

in this case.

Extent of Potential Confusion

G ven the fame of opposer’s mark and the fact that
opposer sells 40 mllion units of l|ayette and other
i nfant products annually, and given the relationship
bet ween t hese goods of opposer’s and di sposabl e di apers,
i ncluding their overl apping trade channels and cl asses of
purchasers, we find that the extent of potenti al
confusion which would result from applicant’s use of a
confusingly simlar mark is substantial, not de mnims.

The twelfth du Pont factor
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t herefore weighs in opposer’s favor in this case.

Concl usi on

For the reasons di scussed above, we find that the
evi dence of record pertaining to the du Pont factors
| eads inevitably to the conclusion that confusion is
likely to result fromapplicant’s use of its mark on the
“di sposabl e di apers” identified in the application.
Because opposer also has established its standing and
either its priority of use or its ownership of a
regi stration, opposer’s Section 2(d) ground of opposition

in Opposition No. 91111375 is sustai ned.

OPPOSI TION NO. 91114616
We turn next to opposer’s Section 2(d) ground of
opposition to applicant’s application Serial No. 75454768,
by whi ch applicant seeks to register the mark CARTER S

WATCH THE WEAR (in typed form for “hosiery.”

STANDI NG

Opposer has made of record a status and title copy
of its pleaded Registration No. 1,117,280, which is of
the mark CARTER' S (in typed form for goods which include

“clothing for infants and children, nanely, ...booties
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and slippers.” Opposer also has proven that it has used
its CARTER S mark on children’s socks and hosiery since
1991. (Calkins 7/31/01 Depo. at 26-27.) In view

t hereof, and because opposer has asserted a non-frivol ous
i kel'i hood of confusion claim we find that opposer has
established its standing to oppose registration of

applicant’s mark in Opposition No. 91114616. See, e.g.,

Li pton Industries, Inc. v. Ralston Purina Conpany, supra.

PRI ORI TY

Opposer has proven the status and title of its
pl eaded Registration No. 1,117,280, so priority is not at
issue with respect to the infants’ and children's
“booties” and “slippers” included in that registration's
identification of goods. King Candy Co. v. Eunice King's
Kitchen, Inc., supra. Opposer also has proven that it
has used its CARTER' S mark on children’s socks and
hosiery since 1991. (Calkins 7/31/01 Depo. at 26-27.)
The earliest date on which applicant may rely for
priority purposes is the March 28, 1998 filing date of
its intent-to-use application.®® Therefore, we find that

priority is not an issue with respect to opposer’s

38 Applicant’s earliest whol esal e shipment of hosiery occurred

in August 1998. (Moskowitz 3/16/00 Depo. at 49-50.)
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infants’ and children’s booties and slippers, and that
opposer has established its priority of use with respect

to its other types of children’s socks and hosiery.

LI KELI HOOD OF CONFUSI ON
Fame of Opposer’s Mark

The evi dence establishes that opposer had
approximately $9 mllion in whol esale sales of hosiery in
the year 2000, which translates to approximtely $15-%$16
mllion in r retail sales, a figure which is consistent
with sales in previous years. (Calkins 7/31/01 Depo. at
28-29.) These sales figures show that opposer’s use of
the mark has been significant. Moreover, the overal

fame of opposer’s mark in the fields of |ayette and

39 CARTER' S is a surnane, and therefore opposer, to denonstrate
priority with respect to its common | aw uses, nust show t hat
CARTER S acquired distinctiveness prior to the filing date of
applicant’s application. Because opposer’s use of its mark on
children’s hosiery commenced at |east five years prior to
applicant’s application filing date, and in view of the obvious
rel ationship between children’s hosiery and the other children's
apparel itens identified in opposer’s registrations, we find
that opposer’s CARTER S mark, as applied to children’s hosiery
(and to the extent that opposer’s registrations do not enconpass
such hosiery), had acquired distinctiveness prior to applicant’s
application filing date, and that opposer therefore has priority
of secondary neaning in the CARTER S designation as applied to
children’s hosiery, as well as priority of use on such goods.
See, e.g., Perma Ceram Enterprises, Inc. v. Preco Industries,
Ltd., supra; cf. Trademark Act Section 2(f), 15 U S.C. 81052(f);
Trademark Rule 2.41(b), 37 CF.R 82.41(b).
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infants’ and children’s sl eepwear, where opposer

dom nates the market, “casts a | ong shadow’ which, we
find, extends to the hosiery products involved in the
present opposition. See Recot Inc. v. MC. Becton,

supra. Thus, we find that the fifth du Pont factor

wei ghs in opposer’s favor, and that it indeed nust play a

dom nant role in our |ikelihood of confusion analysis.

Simlarity of Marks

For the reasons discussed at length in connection
with Opposition No. 91111355, supra, we find that
opposer’s CARTER S mark is sinmlar, rather than
dissimlar, to applicant’s CARTER S WATCH THE WEAR nar k.
This is especially so in view of the fame of opposer’s
mar k, see Kenner Parker Toys, supra, and the | egal
identity of the parties’ goods (discussed infra), which
decreases the degree of simlarity between the marks
which is necessary to support a finding of |ikelihood of

confusion. See Century 21 Real Estate Corp., supra.

Simlarity of Goods
Applicant’s goods are identified in the application
as “hosiery,” without further limtation or restriction,;

the identification thus enconpasses all types of hosiery,

65



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

including infants’ and children’ s hosiery. See Canadi an
| nperial Bank of Commerce v. Wells Fargo Bank, N. A,
supra. We find that applicant’s hosiery products are
conpl enentary or alternatives for, and thus related to,
the infants’ and children’s booties and slippers
identified in opposer’s registration.* Opposer also has
proven that it is the prior user of its CARTER S mark on
infants’ and children’s hosiery, which Ms. Calkins
identified as “primarily socks, tights and booty [sic —
bootie] socks.” (Calkins 7/31/01 Depo. at 26-27.) These
goods obviously are enconpassed within and |l egally
identical to the “hosiery” identified in applicant’s
application. Finally, we also find that applicant’s
“hosiery” is conplenentary and related to opposer’s

| ayette and sl eepwear itenms generally, and that the fanme
of opposer’s mark as applied to those products is such
that purchasers are |likely to assunme that hosiery sold
under applicant’s simlar mark originates fromor is

sponsored by opposer.

40 Applicant has argued that the “booties” identified in
opposer’s registration are “shoes” rather than “hosiery.”
Opposer responds by arguing that booties are socks worn by
infants. The parties have submtted dictionary definitions
supporting both nmeanings of the term \Wether they are shoes or
socks, or both, we find that “booties” are footwear for infants,
and that they therefore are related to infants’ hosiery.
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For each of these reasons, we find that the second

du Pont factor weighs in opposer’s favor in this case.

Trade Channel s and Cl asses of Purchasers

Applicant’s identification of goods includes no
restrictions or limtations as to trade channels or
cl asses of purchasers, so we nust presune that
applicant’s “hosiery” is or will be marketed in al
normal trade channels and to all normal classes of
purchasers for such goods. See Canadi an | nperial Bank of
Comrerce, supra. Opposer markets its infants’ and
children’s hosiery products in departnment stores,
national chain stores, children s apparel specialty
stores and off-price stores. (Calkins 7/31/01 Depo. at
14, 28.) These trade channels are anong the normal trade
channel s for such goods, and thus they are legally
identical to the trade channels in which applicant’s
goods are presuned to nove. Likew se, opposer’s other
hosiery itens are marketed to nothers, grandnothers and
gift-givers (Calkins 4/17/01 Depo. at 16-17), who are
anong the nornmal classes of purchasers for such goods and
who t hus nmust be presuned to be the anong the cl asses of

purchasers of applicant’s hosiery as well.
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For these reasons, we find that applicants’ goods
and opposer’s goods are marketed in the sanme trade
channel s and to the sane classes of purchasers.* The

third du Pont factor weighs in opposer’s favor.

Pur chasi ng Conditions

Opposer’s hosiery itenms retail for less than ten
dol | ars on average. (Calkins 7/31/01 Depo. at 27.) The
average retail prices for applicant’s hosiery itens are
$1.99 for one pair, $3.99 for three pairs and $5.99 for
six pairs. (Applicant’s answer to opposer’s
interrogatory no. 1(c); Exhibit E to opposer’s notice of
reliance.) We therefore find that the goods at issue
here are ordinary consuner items, which are purchased by
ordi nary consunmers with no nore than ordinary care. The
fourth du Pont factor accordingly weighs in opposer’s

favor, or is neutral at best.*

4l For the reasons discussed above in connection with Opposition
No. 91111355, it is not dispositive that opposer also sells its
goods in its own outlet stores. The overlap in remaining trade
channel s supports a finding of |ikelihood of confusion under the
third du Pont factor.

42 For the reasons discussed above in connection with Qpposition
No. 91111355, the fact that opposer’s hosiery itens, when sold
in department stores, may be displayed with in-store fixturing
featuring opposer’s goods does not wei gh agai nst opposer under
either the third or the fourth du Pont factor. See supra at

f oot note 25.
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Simlar Marks in Use on Sim|lar Goods

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that there is no
evi dence of any simlar marks in use on simlar goods.
The sixth du Pont factor therefore weighs in opposer’s

favor in the present opposition.

Actual Confusion

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that there is no
evi dence of any instances of actual confusion between
opposer’s mark and applicant’s mark as applied to hosiery.
However, the only evidence of record as to applicant’s
actual sales of hosiery shows that applicant sold
approxi mately $120,000 at wholesale in 1998. (Moskowitz
3/ 16/ 2000 Di scovery Depo. at 68.) W cannot concl ude
fromthis evidence that there has been any significant
opportunity for actual confusion to have occurred. The
seventh and eighth du Pont evidentiary factors therefore

are neutral in this case.

House Mar k
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For the reasons discussed supra in connection with
Opposition No. 91111355, we find that opposer uses its
CARTER' S mark as a house mark for a wi de variety of
products relating to children and infants, and that the
ninth du Pont factor therefore weighs in opposer’s favor

in this case.

Extent of Potential Confusion

G ven the fame of opposer’s mark and the vol une of
opposer’s hosiery sales, and given the legally identical
nature of the parties’ goods, trade channels and cl asses
of purchasers, we find that the extent of potenti al
confusion which would result from applicant’s use of a
confusingly simlar mark is substantial, not de mnims.

The twel fth du Pont factor therefore weighs in opposer’s

favor in this case.

Concl usi on

For the reasons di scussed above, we find that the
evi dence of record pertaining to the du Pont factors
| eads inevitably to the conclusion that confusion is
likely to result fromapplicant’s use of its mark on the
“hosiery” identified in the application. Because opposer

al so has established its standing, and its ownership of a

70



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

registration and its priority of use, opposer’s Section
2(d) ground of opposition in Opposition No. 91114616 is

sust ai ned.

OPPOSI TI ON NO. 91115259
We turn finally to opposer’s Section 2(d) ground of
opposition to applicant’s application Serial No. 75499446,
by which applicant seeks to register the mark CARTER S
WATCH THE WEAR (in typed form for “toys, nanmely board
ganes, card ganes, stuffed toy animals, dolls, jigsaw

puzzles.”

STANDI NG

Opposer has nmade of record a status and title copy
of its pleaded Registration No. 1,830,836, which is of
the mark CARTER' S (in typed form) for goods which include
“children’s toys and playthings, nanely, rattles [and]
dolls.” (Opposer’s notice of reliance, Exhibit C.)
Opposer al so has proven that, since 1992, it has licensed
use of its CARTER S mark on soft plush toys, including
stuffed animals. (Calkins 7/31/01 Depo. at 30-31.) 1In
view thereof, and because opposer has asserted a non-
frivolous likelihood of confusion claim we find that

opposer has established its standing to oppose
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registration of applicant’s mark in Opposition No.

91115259. See, e.g., Lipton Industries, Inc. v. Ralston

Puri na Conpany, supra.

PRI ORI TY
Opposer has proven the status and title of its
pl eaded Regi stration No. 1,830,836, so priority is not at
issue with respect to the “children’s toys and pl aythi ngs,
namely, rattles [and] dolls” identified in that
registration. King Candy Co. v. Eunice King's Kitchen,
I nc., supra. Opposer also has proven that it has used
its CARTER S mark on soft plush toys, including stuffed
animls, since 1992. (Calkins 7/31/01 Depo. at 29-31.)
Appl i cant has not used its mark on toys (answer to
interrogatory no. 1 in 91115259; Exhibit F to opposer’s
notice of reliance), so the earliest date on which
applicant may rely for priority purposes is the June 10,
1998 filing date of its intent-to-use application.
Therefore, we find that priority is not an issue
with respect to the “children’ s toys and pl ayt hi ngs,
namely, rattles [and] dolls” identified in opposer’s

registration, and that opposer has established its
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priority of use with respect to soft plush toys including

stuffed toy animals.®

LI KELI HOOD OF CONFUSI ON
Fame of Opposer’s Mark

Opposer’s whol esal e sal es of CARTER S- branded toys
total ed approximately $12 mllion in the year 2000, which
transl ates to between $18 and $20 million in retail
sales. (Calkins 7/31/01 Depo. at 32-33.)* These sales

figures nust be viewed in the context of the overall fane

4 CARTER S is a surnane, and therefore opposer, to denonstrate
priority with respect to its common | aw uses, nust show t hat
CARTER S acquired distinctiveness prior to the filing date of
applicant’s application. Because opposer’s use of its mark on
soft plush stuffed aninmal toys commenced at |east five years
prior to applicant’s application filing date, and in view of the
obvi ous rel ationshi p between those goods and the “dolls”
identified in opposer’s registration, we find that opposer’s
CARTER S mark, as applied to soft plush stuffed animal toys, had
acquired distinctiveness prior to applicant’s application filing
date, and that opposer therefore has priority of secondary
nmeani ng in the CARTER S designation as applied to soft plush
stuffed animal toys, as well as priority of use on such goods.
See, e.g., Perma Ceram Enterprises, Inc. v. Preco Industries,
Ltd., supra; cf. Trademark Act Section 2(f), 15 U. S.C. 81052(f);
Trademark Rule 2.41(b), 37 CF.R 82.41(b).

4 Applicant argues that opposer’s sal es of educational toys (as
opposed to plush toys) should not be included in a determ nation
of opposer’s total sal es because opposer did not commence use of
its mark on such toys until 1999, subsequent to the filing date
of applicant’s application. W disagree. Regardless of when
opposer began use of its mark on particular toys, its sales of
those toys contribute to the total volune of opposer’s sales of
toys, a figure which is probative evidence in our determnation
of the current fame of opposer’s mark in the marketplace. It is
that current fane of the mark which is relevant to our
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of opposer’s mark in the fields of l|ayette and infants’
and children’s sl eepwear, where opposer dom nates the
mar ket. See Recot v. M C. Becton, supra.

Thus, in this opposition involving toys, we find
that the fanme of opposer’s mark wei ghs in opposer’s
favor, albeit to a somewhat | esser extent than it does in

t he other three consolidated oppositions.

Simlarity of Marks

For the reasons discussed at length in connection
with Opposition No. 91111355, supra, we find that
opposer’s CARTER S mark is simlar, rather than
dissimlar, to applicant’s CARTER S WATCH THE WEAR mar k.
This is especially so in view of the |egal identity of
the parties’ “dolls” and “stuffed toy animals” (discussed
infra), which decreases the degree of simlarity between
the marks which is necessary to support a finding of
i kel'i hood of confusion. See Century 21 Real Estate

Corp., supra.

Simlarity of Goods

I'i kel i hood of confusion analysis, under the fifth du Pont
factor.
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We find that the “dolls” identified in applicant’s
application are legally identical to the “dolls”
identified in opposer’s registration, and that the
“stuffed toy animals” identified in applicant’s
application are legally identical to the stuffed toy
animals as to which opposer has proven prior use of its
mark. In view of the legally identical nature of these
particular itenms, we need not decide whether the other
Class 28 itens identified in applicant’s application are
related to any of opposer’s goods, although we note that
applicant itself contends that such itens are “an obvi ous
accessory for children” and that they therefore are
within the natural zone of expansion for a conpany
mar keting children’s clothing. (Applicant’s brief at 1.)

The second du Pont factor weighs in opposer’s favor.

Trade Channels and Cl asses of Purchasers

Applicant’s identification of goods includes no
restrictions or limtations as to trade channels or
cl asses of purchasers, so we nust presune that
applicant’s goods will be marketed in all normal trade
channels and to all normal classes of purchasers for such

goods. See Canadi an I nperial Bank of Commrerce, supra.

In view thereof, and in view of the legally identical
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nature of the parties’ respective “dolls” and “stuffed
toy animals,” we find that the trade channels for such
items, and the classes of purchasers for such itens, are

overlapping to a large extent.* The third du Pont factor

wei ghs in opposer’s favor.

Pur chasi ng Conditions

Opposer’s toys, including its dolls and stuffed
animals, retail for under twenty dollars. (CalKkins
7/ 31/ 01 Depo. at 30, 32.) The itens identified in
applicant’s application |ikew se are inexpensive. W
therefore find that the goods at issue here are ordinary
consuner itens, which are purchased by ordinary consuners
with no nore than ordinary care. The fourth du Pont
factor accordingly weighs in opposer’s favor, or is

neutral at best.*®

Simlar Marks in Use on Sim |l ar Goods

4 As di scussed above in connection with the other oppositions,
si xty percent of opposer’s toys are sold in retail channels

ot her than opposer’s own outl et stores.

46 For the reasons discussed above in connection with Qpposition
No. 91111355, the fact that opposer’s toys, including its dolls
and stuffed ani mals, when sold in departnent stores, may be

di splayed with in-store fixturing featuring opposer’s goods does
not wei gh agai nst opposer under either the third or the fourth
du Pont factor. See supra at footnote 25.

76



Opposition Nos. 91111355, 91111375, 91114616 and 91115259

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that there is no
evidence of any simlar marks in use on simlar goods.
The sixth du Pont factor therefore weighs in opposer’s

favor in the present opposition.

Act ual Confusion

For the reasons discussed supra in connection with
Opposition No. 91111355, we find that there is no
evi dence of any instances of actual confusion between
opposer’s mark and applicant’s mark as applied to the
goods involved in this opposition proceedi ng, but neither
is there any evidence from which we could concl ude that
t here has been any opportunity for actual confusion to
have arisen. Applicant has not used its mark on toys.
The seventh and eighth du Pont evidentiary factors

therefore are neutral in this case.

House Mark
For the reasons discussed supra in connection with

Opposition No. 91111355, we find that opposer uses its
CARTER' S mark as a house mark for a wi de variety of

products relating to children and infants, and that the
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ninth du Pont factor therefore weighs in opposer’s favor

in this case.

Extent of Potential Confusion

G ven the fame of opposer’s mark and the vol une of
opposer’s toy sales, and given that the parties’ goods
are legally identical in part, with overl apping trade
channel s and cl asses of purchasers, we find that the
extent of potential confusion which would result from
applicant’s use of a confusingly simlar mark is

substantial, not de mnims. The twelfth du Pont factor

t herefore weighs in opposer’s favor in this case.

Concl usi on

For the reasons di scussed above, we find that the
evi dence of record pertaining to the du Pont factors
| eads inevitably to the conclusion that confusion is
likely to result fromapplicant’s use of its mark on at
| east some of the itens identified in the application.
Because opposer also has established its standing and
either its priority of use or its ownership of a
regi stration, opposer’s Section 2(d) ground of opposition

in Opposition No. 91115259 is sustai ned.
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DECI SI ON:  Opposer’s oppositions to registration of
applicant’s mark in each of these consoli dated
proceedi ngs, i.e., Opposition Nos. 91111355, 91111375, %

91114616 and 91115259, are sustai ned.

4" Application Serial No. 75326378, involved in Qpposition No.
91111375, shall proceed to issuance of a notice of allowance as
to the unopposed Cass 3 and C ass 18 goods identified therein.
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